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DETAILED ACTION 

1 . Applicant's arguments filed July 1 9, 2001 have been fully considered but they are 
not persuasive. 

In re pages 4-7, applicants argue that neither claims 1-2 of the '984 patent nor 
Shimada is a teaching or suggestion of a superimposing means that has a first mode in 
which data of a first type contained in ID data is superimposed with the image 
information, and a second mode in which the data of the first type and data of a second 
type contained in the ID data are both superimposed with the imaoe information and 
wherein the position at which the data of the first type is superimposed in said first mode 
and the position at which the data of the first type is superimposed in the second mode 
are different from each other , as required by amended claims 49 and 54, and of control 
means for changing a superimposing position of the character information 
superimposed bv a superimposing means according to a display mode set bv the 
setting means and wherein the control means vary, depending on the display mode, the 
position at which the character information is displayed, even when the character 
information is not changed , as required by amended claims 51 and 55. 

In response, the examiner respectfully disagrees. Shimada et al discloses in col. 
4, lines 1-21 that "When the bits of this signal are "11", for example, the channel ... a bit 
pattern of "11" and a character video signal is recorded in both track portions DATA 1 
and DATA 2" and in col. 5, lines 16-63 that "The character video signal recorded as 
mentioned above is reproduced ... in its "mixing" state for the same period of tie as the 
duration of the superimpose command applied thereto". From the above massages, it is 
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clear that Shimada et al does indeed disclosed the claimed a superimposing means 
(col. 5. lines 16-63) that has a first mode (bit pattern of "01") in which data of a first type 
(DATA 1 ) contained in ID data is superimposed with the image information, and a 
second mode (bit pattern of "11'") in which the data of the first type (DATA 1 ) and data of 
a second type (DATA 2) contained in the ID data are both superimposed with the image 
information and wherein the position at which the data of the first type is superimposed 
in said first mode and the position at which the data of the first type is superimposed in 
the second mode are different from each other (the display positions of DATA 1 in two 
modes should be different because the amount of data in two modes are different) , as 
required by amended claims 49 and 54, and of control means (col. 5. lines 16-63) for 
changing a superimposing position (the superimposing positions of bit pattern "11" and 
bit pattern "01" should be different because the amount of data of two mode are 
different) of the character information superimposed bv a superimposing means 
according to a display mode set bv the setting means (bit patterns "11" and "01 "tend 
wherein the control means vary, depending on the display mode, the position at which 
the character information is displayed, even when the character information is not 
changed (the positions of the character information to be displayed in both modes 
should be different because the amount of data of two modes are different and the 
character information to be displayed is not changed) , as required by amended claims 
51 and 55. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 
F.3d 1 046, 29 USPQ2d 201 0 (Fed. Cir. 1 993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 49-55 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-2 of U.S. Patent No. 
5,719,984 in view of Shimada et al (772). 

Regarding claim 49 of this application, claim 1 of U.S. Patent No. 5,719,984 cites 
all the claimed limitations except for providing means for superimposing the image 
information read out from the recording medium with the ID information read out from 
the recording medium; wherein said superimposing means has a first mode in which 
data of a first type contained in the ID data is superimposed with the image information, 
and a second mode in which the data of the first type and data of a second type 
contained in the ID data are both superimposed with the image information; and 
wherein the position at which the data of the first type is superimposed in said first mode 
and the position at with the data of the first type is superimposed in the second mode 
different from each other. 

Shimada et al teaches an apparatus for recording additional video signal having 
means (col. 4, lines 1-21 and col. 5, lines 16-63) for superimposing the image 
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information read out from the recording medium with the ID information read out from 
the recording medium; wherein said superimposing means has a first mode in which 
data of a first type contained in the ID data is superimposed with the image information, 
and a second mode in which the data of the first type and data of a second type 
contained in the ID data are both superimposed with the image information (col. 4, lines 
1-21 and col. 5, lines 16-63); and wherein the position at which the data of the first type 
is superimposed in said first mode and the position at with the data of the first type is 
superimposed in the second mode different from each other (col. 4, lines 1-21 and col. 
5, lines 16-63) so that the superimposing characters and so forth in a recording mode 
can be simplified (col. 1, lines 42-52). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide claim 1 of U.S. Patent No. 5,719,984 with the capability of 
superimposing characters on the video signal reproduced from the recording medium as 
taught by Shimada et al in order to simplify superimposing characters on the video 
signal in recording and reproducing modes. 

Regarding claim 50 of this application, claim 2 of U.S. Patent No. 5,719,984 cites 
wherein the data of the first type is date information. 

Regarding claim 51 of this application, claim 1 of U.S. Patent No. 5,719,984 cites 
all the claimed limitations except for providing reading means for reading the information 
signal and ID information of the information signal from the recording medium; 
conversion for converting the ID information read out from the reading means into a 
character information; setting means for setting a display mode of the character 
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information converted by the conversion means on the display device; superimposing 
means for superimposing the information signal with the character information 
converted by the conversion means to output the information signal superimposed with 
the character information to the display device; and wherein the control means vary, 
depending on the display mode, the position at which the character information is 
displayed, even when the character information is not changed. 

Shimada et al teaches an apparatus for recording additional video signal having 
reading means (1 and 8 of Fig. 1, col. 5, lines 16-26) for reading the information signal 
and ID information of the information signal from the recording medium; conversion 
means (14 of Fig. 1 , col. 4, lines 34-40) for converting the ID information read out from 
the reading means into a character information; setting means (15 of Fig. 1, col. 5, lines 
29-45) for setting a display mode of the character information converted by the 
conversion means on the display device; superimposing means (20 of Fig. 1, col. 5, 
lines 48-63) for superimposing the information signal with the character information 
converted by the conversion means to output the information signal superimposed with 
the character information to the display device; and wherein the control means vary, 
depending on the display mode, the position at which the character information is 
displayed, even when the character information is not changed (col. 5, lines 16- 
63) so that the superimposing characters and so forth in a recording mode can be 
simplified (col. 1, lines 42-52). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide claim 1 of U.S. Patent No. 5,719,984 with the capability of 
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superimposing characters on the video signal reproduced from the recording medium as 
taught by Shimada et al in order to simplify superimposing characters on the video 
signal in recording and reproducing modes. 

Regarding claim 52, Shimada et al also discloses the claimed wherein the 
claimed setting means sets the display mode according to a number of items contained 
in the ID information (col. 4, lines 1-21 and col. 5, lines 29-63). 

Regarding claim 53, the combination of claim 1 of U.S. Patent No. 5,719,984 and 
Shimada et al discloses all the features of the instant invention except for providing that 
the information signal recording in the recording medium is an image taken by an 
electronic camera and the ID information includes a date of image-taking. 

The capability of using the electronic camera to recording an image and the date 
of image-taking is old and well known in the art and therefore Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the tie of the 
invention to incorporate the well known electronic camera into claim 1 of U.S. Patent 
No. 5,719,984 in order to record the desired image. 

The method claim 54 is rejected for the same reasons as discussed in the 
apparatus claim 49 above. 

The method claim 55 is rejected for the same reasons as discussed in the 
apparatus claim 51 above. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



States. 

5. Claims 49, 51-52 and 54-55 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shimada et al (772). 

Regarding claim 49, Shimada et al discloses a reproducing apparatus (Fig. 1) for 
reading out image information and ID data of the image information from a recording 
medium recorded with the image information and the ID data of the image information to 
output the information and the ID data thereof to a display device having means (1 and 
8 of Fig. 1 , col. 5, lines 16-26) for reading out the image information; means (20 of Fig. 
1, col. 5, lines 48-63) for superimposing the image information read out from the 
recording medium with the ID information read out from the recording medium; and 
output means (28 of Fig. 1, col. 5, lines 48-54) for outputting the image information and 
the ID information superimposed by the superimposing means to the display device; 
wherein said superimposing means has a first mode in which data of a first type 
contained in the ID data is superimposed with the image information, and a second 
mode in which the data of the first type and data of a second type contained in the ID 
data are both superimposed with the image information (col. 4, lines 1-21 and col. 5, 
lines 16-63); and wherein the position at which the data of the first type is superimposed 
in said first mode and the position at with the data of the first type is superimposed in 
the second mode different from each other (col. 4, lines 1-21 and col. 5, lines 16-63). 

Regarding claim 51, Shimada discloses a reproducing apparatus (Fig. 1) for 
reading out information signal from a recording medium to output the signal to a display 
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device having reading means (1 and 8 of Fig. 1 , col. 5, lines 16-26) for reading the 
information signal and ID information of the information signal from the recording 
medium; conversion means (14 of Fig. 1 , col. 4, lines 34-40) for converting the ID 
information read out from the reading means into a character information; setting means 
(15 of Fig. 1 , col. 5, lines 29-45) for setting a display mode of the character information 
converted by the conversion means on the display device; superimposing means (20 of 
Fig. 1, col. 5, lines 48-63) for superimposing the information signal with the character 
information converted by the conversion means to output the information signal 
superimposed with the character information to the display device; control means (15 
and 1 8 of Fig. 1 , col. 5, lines 29-63) for changing a superimposing position of the 
character information superimposed by the superimposing means according to a display 
mode set by the setting means; and wherein the control means vary, depending on the 
display mode, the position at which the character information is displayed, even when 
the character information is not changed (col. 5, lines 16-63). 

Regarding claim 52, Shimada et al also discloses the claimed wherein the setting 
means sets the display mode according to a number of items contained in the ID 
information (col. 4, lines 1-21 and col. 5, lines 29-63). 

The method claim 54 is rejected for the same reasons as discussed in the 
apparatus claim 49 above. 

The method claim 55 is rejected for the same reasons as discussed in the 
apparatus claim 51 above. 

Claim Rejections - 35 USC § 103 
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6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 50 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shimada et al (772). 

Regarding claim 50, Shimada et al discloses all the features of the instant 
invention (see the rejection of claim 49 above) except for providing that the common 
item is a date information. 

Shimada et al teaches in col. 6, lines 3-9 that "according to the present invention, 
as described hereinabove, it becomes possible to additionally insert any of titles, 
subtitles, superimposed time indications, superimposed commercials, superimposed 
dialogues and still pictures by the technique of after-recording in a track region Sp 
formed for coded audio signal". 



Application/Control Number: 08/926,882 
Art Unit: 2615 



Page 11 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to record the date information in a track region Sp formed for coded audio 
signal since it merely amounts to selecting characters information. 

Regarding claim 53, Shimada et al discloses all the features of the instant 
Invention (see the rejection of claim 51 above) except for providing that the information 
signal recording in the recording medium is an image taken by an electronic camera 
and the ID information includes a date of image-taking. 

The capability of using the electronic camera to recording an image and the date 
of image-taking is old and well known in the art and therefore Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well-known electronic camera into Shimada et al's system in 
order to record the desired image. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai Tran whose telephone number is (703) 305-4725. 
The examiner can normally be reached on Mon. to Friday, 8:00 AM to 5:30 PM. 

The fax phone numbers for the organization where this application or proceeding 
is assigned are (703) 872-9314 for regular communications and (703) 872-9314 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 



TTQ 

March 8, 2002 




